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DETAILED ACTION 

Examiner acknowledges receipt of amendment and remarks filed 04/26/05. Claims 1-17, 
19-23 and 35-37 are pending. 

Response to Amendment 
The amendments filed 10/08/04 and 1 1/26/04 were non-complaint. However, the 
amendment filed 04/26/05 fails to show with markings in which deleted mater remains in the 
claims but is shown either by strikeout or by open and closed bracket to show the items that are 
deleted and any additions shown by an underline. However, the claims are examined with a 
reminder that the next submission should comply with the format for amending claims (37 CFR 
1.121). Claims 4 and 1 1 are identified as being amended but there are no markings to indicate 
what is deleted and what is added. 

Claim Rejections - 35 USC § 112 

1 . The rejection of claims 4, 1 1 and 24-37 under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention is withdrawn. However, other formal matters are pending in 
regards to the proper manner of making amendment (37 CFR 1.121). 

Claim Rejections - 35 USC § 102 

2. Claims 1-13, 15-17 and 19 remain rejected under 35 U.S.C. 102(b) as being anticipated 
by Fowler et al. (5,534,265). 

Fowler discloses a cleansing composition comprising menthol, menthyl lactate, sodium 
lauryl sulfate, sodium laureth sulfate, cetyl dimethyl betaine, sodium cocoyl isethionate, glycerin, 
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polyethylene glycols, fragrance, anti-oxidants, preservatives, polyquaternium- 10, glycerol, 
propoxylated glycerol, carboxymethyl cellulose and hydroxypropylcellulose; Fowler teaches a 
cleansing composition comprising 0.1% to 10% menthol and menthyl lactate (claims 1 and 2, 
column 2, lines 26-44; column 4, line 18 to column 5, line 32; column 6, line 62-46; column 9, 
lines 13-32; column 10, line 7 to column 12 line 26; column 19, lines 25-63). The comprising 
language of the instant claims permits the presence of other ingredients in the composition. In 
the instant claims the ratio of menthol to menthyl lactate is in the range of from about 1/3 to 
about 1/10 and the amounts of menthol at from about 0.01% to about 2% by weight and menthyl 
lactate from about 0. 1% to about 10% in the composition would satisfy the ratio. In the prior 
art, because amounts of menthol and menthyl lactate lie within and overlap the recited range, a 
certain composition of the prior art would have the recited ratio of menthol to menthyl lactate. 
In the claims, "not being irritating to sensitive parts of the human body" carries no patentable 
weight and a prior art composition that meets the limitation of the instant composition would 
inherently not irritate sensitive parts of the human body. Fowler meets the limitation of the 
claims. 

Response to Arguments 

3. Applicants 1 arguments filed 04/26/05 have been fully considered but they are not 
persuasive. 

Applicants argue that Fowler provides a laundry list of materials without teaching or 
suggesting that the materials can be used together. 

Contrary to applicants assertion, it is respectfully noted Fowler in claim 2 specifically 
states that the "composition further comprises form about 0.1% to about 10 % of material 
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selected from . . . menthol, . . . methyl lactate, . . . and mixtures thereof." Thus in terms of a 
composition comprising menthol and menthyl lactate, Fowler discloses and suggests a mixture of 
the menthol and the menthyl lactate. The comprising language of the claims does not exclude 
the other ingredients listed by Fowler. Freshening cosmetic and personal cleansing are the 
intended uses of the composition. However, a personal cleansing composition can also be a 
cosmetic. 

4. Claims 1-3, 15-17 and 21-23 remain rejected under 35 U.S.C. 102(a) as being anticipated 
byKoga(JP 10,231,238). 

Koga in JP 10,23 1 ,238 teaches a cosmetic composition that is prepared by adding 0.001- 
10.0 weight percent of menthol and at least one of menthyl lactate, menthyl glycoside menthyl 
hydroxybutyrate, menthoxypropanediol and menthoxyfurane (abstract). In the instant claims the 
ratio of menthol to menthyl lactate is in the range of from about 1/3 to about 1/10 and the 
amounts of menthol at from about 0.01% to about 2% by weight and menthyl lactate from about 
0. 1% to about 10% in the composition would satisfy the ratio. In the prior art, because amounts 
of menthol and menthyl lactate lie within and overlap the recited range, a certain composition of 
the prior art would have the recited ratio of menthol to menthyl lactate. In the claims, "not 
being irritating to sensitive parts of the human body" carries no patentable weight and a prior 
art's composition that meets the limitation of the instant composition would inherently not irritate 
sensitive parts of the human body. Thus, Koga meets the limitations of the claims. 

Response to Arguments 

5. Applicants' arguments filed 04/26/05 have been fully considered but they are not 
persuasive. 
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Applicants refer to Koga's menthol and menthyl lactate as refrigerants and it is 
respectfully noted that these same refrigerants are the materials claimed by applicants and Koga 
discloses mixture of the two components; the disclosure by Koga that the menthol and menthyl 
lactate should be used with ethanol and isopropyl alcohol does not remove Koga as art because 
ethanol and isopropyl alcohol are not excluded by the claims but rather the comprising language 
of the claims allows for the presence of ingredients such as the alcohol. Since Koga discloses 
amounts of menthol from about 0.01% to about 2% and menthyl lactate from about 0.1 to about 
10%, there is a point within that range that provides 3 times 0.01% say, and 10 times 0.01% and 
here a menthol amount of 0.1% and 1% and menthyl lactate of 0.3% and 10% satisfies the 
recited ratio and the prior art does not necessarily have to specifically state the ratio when the 
recited ratio reads on the disclosed range at one or more points on the range. The examples are 
exemplifications of some embodiments of disclosed inventions and the disclosure of the claimed 
invention is nonetheless a disclosure and anticipatory when the claims read on the disclosed 
invention. 

Claim Rejections - 35 USC §103 
6. Claims 14 and 20 remain rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fowler et al. (US 5,534,265). Claims 35-37 are included in this rejection and this new rejection 
is made because of the amendment to claim 

Fowler discloses the instant composition but does not teach the amounts recited in claims 
14, 1 8 and 20. It is within the purview of the person of ordinary skill in the art to formulate 
composition that have specific amounts of the various components that would provide a 
composition for cleansing the skin and hair. Therefore, it would have been obvious to one of 
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ordinary skill in the art at the time the invention was made formulate a composition that 
comprises menthol and menthyl lactate according to the teaching of Fowler. One having ordinary 
skill in the art would have been motivated to formulate the skin or hair cleansing composition of 
Fowler using amounts that are expected to provide a composition that would yield non-abrasive 
personal cleansing composition. 

Response to Arguments 

7. Applicants' arguments filed 04/26/05 have been fully considered but they are not 
persuasive. 

In response to applicants' argument that Fowler does not disclose the specific 
combination of menthol and menthyl lactate, it is respectfully noted that Fowler discloses the 
combination as stated above. That is, claim 2 of Fowler specifically states that the composition 
"further comprises from about 0.1% to about 10 % of material selected from ... menthol, ... 
methyl lactate, . . . and mixtures thereof." 

8. Claims 35-37 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

It is noted that the method claim involves applying the composition of claim 21 to the 
skin as a shower gel or foaming gel. Since the composition of Koga is a cosmetic, applying the 
composition to the skin would inherently cleanse and freshen the skin; shower gels and foaming 
gel are forms of cosmetic compositions. 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Blessing M. Fubara whose telephone number is (571) 272-0594. 
The examiner can normally be reached on 7 a.m. to 3:30 p.m. (Monday to Friday). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman K. Page can be reached on (571) 272-0602. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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